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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

• Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

• If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)^ Responsive to communication(s) filed on 06 November 2000 . 
2a)0 This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) E3 Claim(s) 1-46 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1-46 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

1 0)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
11 )□ The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

1 3) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a>n All b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) D The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 

1 ) ^ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) ^ Information Disclosure Statement(s) (PTO-1449) Paper No(s) 4 sheets . 6) Q Other: 

U.S. Patent and Trademark Office 

PTO-326 (Rev. 04-01 ) Office Action Summary Part of Paper No. 5 
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DETAILED ACTION 



Information Disclosure Statement 



1 . Applicant is reminded that an applicant's duty of disclosure of material and 
information is not satisfied by presenting a patent examiner with " a mountain of largely 
irrelevant fmateriall from which he is presumed to have been able, with his expertise 
and with adequate time, to have found the critical fmateriall. It ignores the real world 
conditions under which examiners work. " Rohm & Haas Co. v. Crystal Chemical Co., 
722 F.2d 1556, 1573 [ 220 USPQ 289 ] (Fed. Cir. 1983), cert, denied, 469 U.S. 851 
(1984). (Emphasis in original). Patent applicant has a duty not just to disclose pertinent 
prior art references but to make a disclosure in such way as not to "bury" it within other 
disclosures of less relevant prior art : See Golden Valley Microwave Foods Inc. v. 
Weaver Popcorn Co. Inc., 24 USPQ2d 1801 (N.D. Ind. 1992); Molins PLC v. Textron 
Inc., 26 USPQ2d 1889, at 1899 (D.Del. 1992); Penn Yan Boats, Inc. v. Sea Lark 
Boats, Inc. etal., 175 USPQ 260, at 272 (S.D. Fl. 1972). 



Eliminate clearly irrelevant and marginally pertinent cumulative information. If a 
long list is submitted, highlight those documents which have been specifically brought to 
applicant's attention and/or are known to be of most significance. See Penn Yan Boats, 
Inc. v. Sea Lark Boats, Inc., 359 F. Supp. 948, 175 USPQ 260 (S.D. Fla. 1972), aff 'd, 
479 F.2d 1338, 178 USPQ 577 (5th Cir. 1973), cert, denied, 414 U.S. 874 (1974). But 
cf. Molins PLC v. Textron Inc., 48 F.3d 1172, 33 USPQ2d 1823 (Fed. Cir. 1995). 

Please note that it is the applicant's duty to particularly point out any highly 
relevance material amongst the references cited in the IDS. A cursory review of the 
submitted references was performed by the examiner under the condition noted above. 

Please also note US 6,516371 (Lai et al.) was inadvertently omitted from PTO- 
892 and is forwarded to applicant for completion of the record. 
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Claim Rejections - 35 USC § 102 



2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1 ), (2), and (4) of section 371 (c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AIPA (pre-AlPA 35 U.S.C. 102(e)). 

3. Claims 1-46 excluding claims 5, 8, 13, 16, 21 , 24, 29, 32, 36, 39, 43 and 46 are 
rejected under 35 U.S.C. 102(b) as being anticipated by Lai et al. (US 6,516,371 ). 

Lai discloses an apparatus for buffering data in a FIFO wherein the apparatus 
having an input interface circuit (PCI BU1 16), a data memory (SRAM 18), program 
memory (offset register 72) and execution unit (MMU 52). 

Claims 1 , the apparatus of Lai necessitates the method of buffering data within a 
FIFO buffer (single chip interface device) as claimed wherein a stream of data is 
received and stored in a memory SRAM 18 (Fig. 1, col. 1 , II. 23-29), and a series of 
program instructions is obtained to operate on the stored data and to generate an 
output accordingly via the bus interface unit PCI BU1 16 (see col. 1 , 1. 49 through col. 2, 
I. 16). 
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Claims 2-3, the program instructions are obtained from an application or control 
circuit (CPU or DMA, col. 7, 1. 11 through col. 8, I. 27). 

Claim 4, the stream of data is received from a bus structure (PC1 16 and MAC 
20, Fig. 1 and col. 2, II. 38-46 and col. 4, II. 8-22). 

Claims 6-7, the output stream of data is transmitting from a buffer interface (PCI 
BU1 16) and including synchronizing the output stream to a time reference (col. 4, II. 58- 
68 and col. 5, II. 1-8). 

As for claims 9-46 excluding 5, 8, 13, 16, 21, 24, 29, 32, 36, 39, 43 and 46 are 
variations of claims 1 -4 and 6-7 and are rejected accordingly. Claims 14, 16, 21 , 24, 
29, 32, 36, 39, 43 and 46 recite the bus structure as IEEE 1394 and are rejected 
according to the rejection of claims 5 and 8 discussed below. 

As for claims 14, 25, 33, please note the bus interface/means (BIU 16) for 
receiving a stream of data, data memory/means (SRAM 18) for storing the stream of 
data, program memory/means (72) for obtaining the a series of program instructions 
(RX_BYTE _OFST command) to be performed on the stream of data to obtain and 
store a series of program instruction; and execution unit/means for generating output 
streams of data by executing the program instructions and performing the operations on 
the stored stream data (col. 7, II. 11-67). 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 5, 8, 13, 16, 21 , 24, 29, 32, 36, 39, 43 and 46 are rejected under 35 
U.S.C. 103(a) as being obvious over Lai. 

Claim 5, Lai discloses the bus structure to be an Ethernet network (IEEE 802.3). 
Lai also indicates that it is apparent that his invention is applicable to other network 
interface (col. 2, II. 38-46); therefore it would have been obvious to one having ordinary 
skill in the art to utilize Lai's buffering technique with other interface devices as 
suggested by Lai to take advantage of the flexibility in manipulating data and reduce 
latency in processing incoming data (col. 1, II. 48-55). 

Claim 8, since the invention of Lai synchronizes the output stream based on the 
time reference of the bus interface (IEEE 802.3, col. 5, II. 1-8) and therefore it is 
inherent that his invention would synchronize according to the applicable network 
interface used in the system. 

Claims 13, 16, 21, 24, 29, 32, 36, 39, 43 and 46 repeat the limitations of claims 5 
and 8 and therefore are rejected accordingly. 

Response to Arguments 

6. Applicant's arguments filed 9/30/03 have been fully considered but they are not 
persuasive. 

Applicant argues that the reference of Lai differs from the claimed invention, the 
examiner respectfully disagrees. 
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Please note Lai discloses a network interface and a method for buffering the data 
in the FIFO of the network interface having a bus interface/means (BIU 16) for receiving 
a stream of data, data memory/means (SRAM 18) for storing the stream of data, 
program memory/means (72) for obtaining the a series of program instructions 
(RX_BYTE _OFST command) to be performed on the stream of data to obtain and 
store a series of program instruction; and execution unit/means for generating output 
streams of data by executing the program instructions and performing the operations on 
the stored stream data (col. 7, II. 1 1-67). 

The instructions from CPU is stored in the register offset register 72 in order to 
improve flexibility in manipulate the data stored in the SRAM 18 (col. 7, II. 54-59 and col. 
8, II. 7-23) in the same manner as the claimed invention. 



7. THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is reminded 
of the extension of time policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 



Conclusion 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kim Huynh whose telephone number is (703) 308- 
1678. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 305- 
3900. 




Kim Huynh 
Primary Examiner 
Art Unit 21 82 



KH 

November 1 1 , 2003 



